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m THE UNITED STATES PATENT AND TRADEMARK OFFICE 



In re the Patent Application of: 


Confirmation No.: 4733 


Applicant; Steven P. Masterson et al 


Group Art Unit: 3762 


U.S. Serial No.: 10/591,806 
International App. No. PCT/US05/07936 


Examiner: Not yet assigned 


Certified:-.- of F iectronic F.ili.nfi 


U.S. Filing Date: September 6, 2006 
IA Filing Date: March 8, 2005 

Title: Improved Apparatus for Electrically 

Mediated Delivery of Therapeutic Agents 


i hereby certify that the attached Response to Office 
Action unci nl'. marked nWachrm.'ms itrc bcim; deposited 
by Electronic Filing on November 50, 2009 by using the 
EFS - Web jXitent filing system and addressee! to: 
Commissioner lor Patents. P.O. Box 1450, Alexandria, 
VA 223 1 3-J45CU 
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RESPONSE TO DECISION ON PETITION DATED SEPTEMBER 30, 2009 
Applicants hereby submit a request for reconsideration of the Decision on Petition 
dated September 30, 2009. The two-month deadline for response is November 30, 2009. 
Applicants believe that this response is being timely filed. However, in the event that 
Applicants are incorrect, please charge any necessary fee to Deposit Account No. 23-2415, 
referencing Docket No. 34 1 49-7 1 2.B3 1 . Applicants respectfully request reconsideration of 
the petition filed in this matter on June 2, 2009. 
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REMARKS 

On June 2, 2009, Applicants submitted a Petition for Revival of an International 
Application for Patent Designating the U.S. Abandoned Unintentionally Under 37 CFR 
1 . 1 37(b). On July 29, 2009, a Decision on Petition was mailed to Applicants. Applicants 
thank Examiner Dombroske for finding that the petition satisfies the requirements for 
satisfactory statement of unintentional delay, confirms that no terminal disclaimer is 
required, and satisfies the requirements for Deposit Account authorization in the amount of 
$810. The Examiner's Decision on Petition indicates that the Petition for Revival has been 
denied based on an alteration of inventor Steven Masterson's mailing address on the 
declaration filed on June 2, 2009, which alteration was not initialed by Mr. Masterson at the 
time of filing. 

Applicants subsequently submitted a newly-executed declaration by Mr. Masterson 
reflecting his correct mailing address with no alterations and paid a second Petition for 
Revival fee. Applicants further resubmitted the declarations of the other inventors along with 
a copy of the Petition for Revival as originally submitted on June 2, 2009. Thus, in both the 
Petition for Revival submitted on June 2, 2009, and in the August 6, 2009 renewed petition 
for revival, the declarations of the entire inventive entity was submitted. The submission of 
August 6, 2009 corrected that which was deficient in the June 2, 2009 submission namely, 
Mr. Masterson's declaration; however, it also included the declarations of the other inventors 
from the June 2, 2009 submission — albeit not on sequential pages. The fact that these 
declarat ions were not provided in a sequential set of pages does not diminish the fact that all 
declarations were submitted and that Applicants have identified the entire inventive entity in 
the August 6, 2009 submission. 

Nevertheless, on September 30, 20Q9, a Decision on Petition was mailed to 
Applicants indicating that fall inventorship was not disclosed on the new declaration bearing 
Mr. Masterson's unaltered mailing address— despite the fact that the declarations of the other 
two inventors were also sent along with Mr. Masterson's newly-executed declaration in 
Applicants' August 6, 2009 submission. It is arbitrary and capricious to deny the second 
submission of the declarations of the entire inventi ve entity simply because these documents 
were not presented sequentially. The totality of the submission on August 6, 2009 as well as 
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inventorship itself make it clear that a full record was presented and the entire inventive 
entity was identified. 

In an effort to advance the Petition for Revival to grant, Applicants herewith submit a 
revised declaration by Mr. Masterson identifying the entire inventive entity on sequential 
pages, along with a copy of the previously-submitted declaration bearing the un-initialed 
change to Mr. Masterson' s mailing address and the declarations of the other two inventors 
Mr. Bernard and Mr, Hannaman and a copy of the Petition for Revival as originally 
submitted on June 2, 2009. 



Applicants respectfully request reconsideration by the Examiner of the Petition for 
Revival. It is believed that the submission of August 6, 2009., alone or certainly in 
combination with the submission of June 2, 2009. was complete and sufficient to satisfy the 
deficiencies noted by the USPTO. For tins reason, it is urged that no additional fees should 
be required for the USPTO to grant this petition. However, in the event that any additional 
petition fee is deemed necessary, the Commissioner is authorized to charge any additional 
fees which may be required, including petition fees and extension of time fees, to Deposit 
Account No. 23-2415 (Docket No. 34149-712.831). 

Should the Examiner have any questions, the Examiner is encouraged to contact the 
undersigned attorney at (858) 350-2300. 



CONCLUSION 



Respectfully submitted. 

WILSON SONSINI GOODRICH & ROSATI 



Date: November 30. 2009 




Peter R. Munson, Esq. 
Reg. No. 43,821 



650 Page Mill Road 
Palo Alto. CA 94304 
(858) 350-2300 
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— — _— Docket Number 

PETITION FOR REVIVAL OF AN INTERNATIONAL APPLICATION FOR PATENT (Optional) 
DESIGNATING THE U.S. ABANDONED UNINTENTIONALLY UNDER 37 CFR 1.137(b) 



First Named Inventor; Steven P. Masterson 

International (PCT) Application No.: PCT/US05/07936 U.S. Application No.: 10/591 ,806 

(if known) 

!A Filed: IA Filing Date 03/08/05 U.S. Filed: 09/06/06 

Title: Improved Apparatus for Electrically Mediated Delivery of Therapeutic Agents 



Attention: PCT Legal Staff 
Mail Stop PCT 
Commissioner for Patents 
P.O. Box 1450 
Alexandria, VA 2231 3-1450 

The above-identified application became abandoned as to the United States because the fees and documents 
required by 35 U.S.C. 371 (c) were not filed prior to the expiration of the time set in 37 CFR 1 .495(b) or (c) as 
applicable. The date of abandonment is the day after the date on which the 35 U.S.C. 371 (c) requirements were 
due. See 37CFR 1.495(h). 

APPLICANT HEREBY PETITIONS FOR REVIVAL OF THIS APPLICATION 

NOTE: A grantable petition requires the following items; 

(1) Petition fee 

(2) Proper reply 

(3) Terminal disclaimer with disclaimer fee which is required for all international applications 
having an international filing date before June 8. 1995; and 

(4) Statement that the entire delay was unintentional. 

1 . Petition fee 

Ismail entity - fee $810.00 (37 CFR 1.17(m». Applicant claims small entity status. 
See 37 CFR 1 .27. The Commissioner is hereby authorized to charge the petition fees of $810.00, Missing 
Requirements fees of $568.00, and charge any additional fees or credit any overpayment associated with this 
communication to Deposit Account No. 23-2415 (Docket No. 34149-700). 

□ Other than small entity - fee $ (37 CFR 1.1 7(m)) 



The proper reply (the missing 35 U.S.C. 371 (c) requirements}) in the form of 
Noti fication an d Declaration (identify type of repiy): 

Q has been filed previously on . . 

[X] is enclosed herewith. 
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3. Terminal disclaimer with disclaimer fee 

O Since this international application has an international filing date on or after June 8, 1 995, no terminal 
disclaimer is required. 

□ A terminal disclaimer (and disclaimer fee (37 CFR 1.20(d)) of $ for a smail entity or 

$ for other than a small entity) disclaiming the required period of time is enclosed herewith 

(see PTO/SB/63). 

4. Statement, The entire delay in filing the required reply from the due date for the required reply until the 
filing of a grantable petition under 37 CFR 1.137(b) was unintentional, 

WARNING: 

Petitioner/applicant is cautioned to avoid submitting personal information in documents filed in a patent application that 
may contribute to identity theft. Personal information such as social security numbers, bank account numbers, or credit 
card numbers (other than a check or credit card authorization form PTO-2038 submitted for payment purposes) ts never 
required by the USPTO to support a petition or an application. If this type of personal information is included in documents 
submitted to the USPTO, petitioners/applicants should consider redacting such persona! information from the docu ner " 
before submitting them to the USPTO. Petitioner/applicant is advised that the record of a patent application is available to 
the public after publication of the application (unless a non-publication request in compliance with 3r* CFR 1.213(a) is 
made in the application) or issuance of a patent. Furthermore, the record from an abandoned application may also be 
, <» to the public if the application is referenced in a published application or an issued patent (see 37 CFR 1.14). 
Checks and credit card authorization forms PTO-2038 submitted for payment purposes are not retained in the application 
file and therefore are not publicly available, 

' - Signature 0 Date 
Peter R. Munson _ 43<821 



Typed or Printed Name Registration Number, if applicable 

Wilson Sonsini Goodrich & R osati 6S0-49 3-_93_fJ_q„ 



Address Telephone Number 

650 Pa ge Mill Road , Palo Alto^CA^04^5Q^____ 



Enclosures: [XJ Response to 

Notification of Missing 
Requirements 

[X] Fee Payment 

□ Terminal Disclaimer 

[X] Other (please identify): Declaration 
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United States Patent and Trademark Office 




U.S. APPLICATION NUMBER NO. 



FIRST XAMSO APPLICANT 



} ATTY. DOCKET NO*" 



10/591,806 



Steven P. Masterson 



P00262USI 



iOTERNATiONAL APPLICATION NO. 



PCT/US03/07936 



Law Offices of James C. Weseman 
401 W A Street 
Suite 1600 

San Diego, CA 92101-7906 



l A . F IUK G DATE { PiUORiTY DATE ] 

03/08/2005 03/08/2004 



CONFIRMATION NO. 4733 



371 FORMALITIES LETTER 



I1P11I1 



•00000000023822180* 



Date Mailed: 05/1 1/2007 

NOTIFICATION OF MISSING REQUIREMENTS UNDER 35 U.S.C. 371 IN THE UNITED 
STATES DESIGNATED/ELECTED OFFICE (DO/EO/US) 

The following items have been submitted by the applicant or the IB to the United States Patent and Trademark 
Office as a Designated / Elected Office (37 CFR 1 .495). 

• indication of Small Entity Status 

• Copy of the Internationa! Application filed on 09/06/2006 

• Copy of the International Search Report filed on 09/06/2006 

• U.S. Basic National Fees filed on 09/06/2006 

• Priority Documents filed on 09/06/2006 

• Specification filed on 09/05/2006 

• Claims filed on 09/06/2006 

• Abstracts fifed on 09/06/2006 
« Drawings filed on 09/06/2006 



The applicant needs to satisfy supplemental fees problems indicated below. 

The following items MUST be furnished within the period set forth below in order to complete the requirements for 
acceptance under 35 U.S.C. 371: 

• Additional claim fees of $200 as a small entity, including any required multiple dependent claim fee, are 
required. Applicant must submit the additional claim fees or cancel the additional claims for which fees are 
due. 

» Oath or declaration of the inventors, in compliance with 37 CFR 1 .497(a) and (b), identifying the application 
by the International application number and International filing date. 

SUMMARY OF FEES DUE: 

Total additional fees required for this application is $300 for a Small Entity: 
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• The application examination fee has not been paid. Applicant must submit $100 to complete the 
examination fee for a small entity in compliance with 37 CFR 1 .27, Note a surcharge will be required if 
submitted later than commencement of the national stage (37 CFR 1 .492(h)) and the basic national fee 
was not paid before July 1 , 2005. 

• Total additional claim fee(s) for this application is $ 200 



« $200 for 18 total claims over 20. 

ALL OF THE ITEMS SET FORTH ABOVE MUST BE SUBMITTED WITHIN TWO (2) MONTHS FROM THE 
DATE OF THIS NOTICE OR BY 32 MONTHS FROM THE PRIORITY DATE FOR THE APPLICATION, 
WHICHEVER IS LATER. FAILURE TO PROPERLY RESPOND WILL RESULT IN ABANDONMENT. 

The time period set above may be extended by filing a petition and fee for extension of time under the provisions 
of 37 CFR 1.136(a). 

Applicant is reminded that any communications to the United States Patent and Trademark Office must be mailed 
to the address given in the heading and include the U.S. application no. shown above (37 CFR 1 .5) 

Registered users of EFS-Web may alternatively submit their reply to this notice via EFS-Web. 
https://sportal.uspto.qov/authenticate/AuthenticateUserLocaiEPF.html 

For more information about EFS-Web please calf the USPTO Electronic Business Center at 1-866-217-9197 or 
visit our website at http://www.uspto.gov/ebc. 

if you are not using EFS-Web to submit your reply, you must Include a copy of this notice. 

VONDAM WALLACE 



Telephone: (703) 308-9140 EXT 225 
PART 2 -OFFICE COPY 



U.S. APPLICATION WMBfcK NO \ INTERNATIONAL APPLICATION NO. j ATTY. DOCKET NO. | 
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FORM PCT/DO/EO/305 (37'. Formalities Notice) 



